United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/577,049 


12/12/2006 


Laurent Labrousse 


289852US0PCT 


2322 



22850 7590 01/06/2010 

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



EXAMINER 



HAILEY, PATRICIA L 



PAPER NUMBER 



1793 



NOTIFICATION DATE 



01/06/2010 



DELIVERY MODE 



ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

patentdocket@oblon.com 
oblonpat@oblon.com 
j gardner @ oblon. com 



PTOL-90A (Rev. 04/07) 



\JI 1 1 Ot? n\* If SJtl OUffffffCff y 


Application No. 

10/577,049 


Applicant(s) 

LABROUSSE ET AL. 


Examiner 

PATRICIA L. HAILEY 


Art Unit 

1793 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^l Responsive to communication(s) filed on 19 October 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) 16-19 and 27-30 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) IEI Claim(s) 1-15 and 20-26 is/are rejected. 

7) \Z\ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)\Z\ accepted or b)\Z\ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|E| All b)Q Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 

2) [~ J Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^| Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date 04/24/06; 07/07/06 . 



4) 0 Interview Summary (PTO-41 3) 

Paper No(s)/Mail Date. . 

5) |~ J Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20100104 



Application/Control Number: 10/577,049 Page 2 
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Election/ Restrictions 

1. Applicant's election with traverse of Group 1, claims 1-15 and 21-26 in the reply 
filed on October 19, 2009 is acknowledged. The traversal is on the ground(s) that the 
Examiner has failed to explain why each group lacks unity with the others. This is not 
found persuasive because for unity of invention, each invention must encompass the 
special technical feature. As stated in the restriction requirement, at least claim 1 has 
been shown to be anticipated by the prior art. Therefore, at least claim 1 does not 
appear to have an inventive concept, and thus, cannot encompass a special technical 
feature. Further, because at least claim 1 has been shown to be anticipated by the 
prior art, it cannot be considered to define a contribution made over the prior art. 

The requirement is still deemed proper and is therefore made FINAL. 

However, as a result of the Examiner's reconsideration of the instant claims, 
claim 20 (Group III) will be examined along with elected Group I (claims 1-15 and 21- 
26). 

Claims 16-19 and 27-30 are hereby withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected process for 
manufacturing a structure, there being no allowable generic or linking claim. Applicant 
timely traversed the restriction (election) requirement in the reply filed on October 19, 
2009. 
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Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Applicants' Priority Document was filed on April 24, 2006. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-4, 9-12, 14, 15, and 21-25 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Ogino etal. (U. S. Patent No. 6,436,542). 

Ogino et al. teach a multilayer structure which functions as a photocatalyst, said 
structure comprising a substrate and formed thereon a film mainly comprising titanium 
oxide and having photocatalytic activity, which comprises sputtering a conductive sinter 
target obtained by sintering a mixture of particles of titanium oxide and particles of at 
least one metal oxide selected from, inter alia, niobium oxide, tantalum oxide, 
vanadium oxide, and zirconium oxide, in an atmosphere capable of having a regulated 
vacuum to form the film mainly comprising titanium oxide and having photocatalytic 
activity on the substrate (claims 1 and 10). See col. 2, lines 22-35 of Ogino et al. 
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The film mainly comprising titanium oxide is obtained by sputtering in a 
surrounding gas such as an inert gas (e.g., argon), or a mixed gas comprising an inert 
gas and oxygen (claim 11). See col. 2, lines 36-47 of Ogino et al. 

Exemplary substrates include glass (col. 4, lines 33-44); when a glass plate is 
used as a substrate, a primer film serving to prevent alkali components of the substrate 
from dissolving in the titanium oxide film is disposed between the substrate and the 
titanium oxide film (claims 14, 15, and 25). "From the standpoint of further 
improving anti-fouling properties, it is preferred to partly or wholly coat the titanium 
oxide film of the present invention with a hydrophilic film." See col. 4, lines 46-55 of 
Ogino et al. 

In Figure 1 of Ogino et al., a multilayer structure is depicted, wherein a glass 
substrate, a primer film comprising silicon dioxide, a titanium oxide film having 
photocata lytic activity, and a hydrophilic film are shown (claims 1, 14, 15, and 25). 
See also col. 5, lines 1-22. 

Regarding claims 2-4 and 12, Ogino et al. teach "silicon films or films containing 
silicon dioxide as the main component" as examples of the hydrophilic film. See col. 6, 
lines 26-32 of Ogino et al. 

The limitation "has been deposited by room temperature vacuum sputtering" 
recited in claim 12 is considered a product-by-process limitation; "[A]ny difference 
imparted by the product by process limitations would have been obvious to one having 
ordinary skill in the art at the time the invention was made because where the examiner 
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has found a substantially similar product as in the applied prior art the burden of proof 
is shifted to the applicant to establish that their product is patentably distinct, not the 
examiner to show that the same is a process of making." In re Brown, 173 U.S.P.Q. 
685 and In re Fessmann , 180 U.S.P.Q. 324. 

Regarding claim 9, Ogino et al. teach a hydrophilic Si0 2 film having a thickness 
of 10 nm. See Table 2 of Ogino et al. 

Regarding claims 21-24, Ogino et al. teach, in the formation of the 
photocatalytically titanium oxide film, forming a molded product of, for example, 
titanium oxide and niobium oxide, and degreasing and burning the molded product (col. 
5, lines 46-61; "heat treatment"), and employing magnetron sputtering (col. 6, lines 3- 
16). 

In view of these teachings, Ogino et al. anticipate claims 1-4, 9-12, 14, 15, and 

21-25. 



5. Claims 1-5, 9-11, 13-15, 20, 21, 25, and 26 are rejected under 35 
U.S.C. 102(b) as being anticipated by Doushita etal. (U. S. Patent No. 
6,576,344). 

Doushita et al. teach a photocatalyst article comprising a photocatalyst film 
formed on a substrate (col. 9, lines 13-16), and having an overcoat layer formed on top 
of the photocatalyst film, wherein the overcoat layer may be selected from among 
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silicon oxide, aluminum oxide, titanium oxide, zirconium oxide, and cerium oxide (col. 
10, lines 20-28; claims 1-5). 

Regarding claim 9, Doushita et al. teach that the overcoat layer preferably has a 
thickness of 0.1 to 50 nm, see col. 14, lines 1-7. 

Regarding claim 10, Doushita et al. teach that the photocatalyst film contains 
an oxide semiconductor (e.g., titanium oxide) and a compound which contains at least 
one type of element selected from, inter alia, V and Nb, see col. 5, lines 14-30. 

Regarding claim 11, Doushita et al. teach that the photocatalyst film is made 
using methods such as sol-gel methods, see col. 5, lines 63-65 of Doushita et al. 

Regarding claims 13-15, 25, and 26, Doushita et al. teach that an alkali- 
blocking film comprising silicon oxide and zirconium oxide with a zirconium oxide 
content of 1 weight % ore more and 30 weight % or less, which is especially 
preferable, may be provided on the substrate (e.g., glass), and that, when a glass 
material containing an alkali metal is to be used as the substrate, an alkali-blocking film 
is provided on the glass substrate to prevent lowering of crystallinity of the titanium 
oxide film, see col. 4, lines 18-58 of Doushita et al. 

Regarding claim 20, Doushita et al. teach that the photocatalyst article is 
suitable in anti-fogging, anti-soiling articles, which are suitable as window glass, 
mirrors, lenses, sheets, showcases, etc., used for construction, vehicles, etc. See col. 1, 
lines 12-26 of Doushita et al. 
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Regarding claim 21, Doushita teaches that, after forming the photocatalyst film 
on the substrate, the substrate is dried and thereafter heat treated if necessary, to 
achieve densification, and improvement of the crystallinity of the titanium oxide. See 
col. 9, lines 52-58 of Doushita et al. 

In view of these teachings, Doushita et al. anticipate claims 1-5, 9-11, 13-15, 20, 
21, 25, and 26. 



Cla im Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 



the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner 
to consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or 
(g) prior art under 35 U.S.C. 103(a). 

9. Claims 13, 20, and 26 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over Ogino etal. (U. S. Patent No. 6,436,542) in view ofBoire 
etal. (U. S. Patent No. 6,103,363). 

Ogino et al. is relied upon for its teachings in the above 102(b) rejection of 
claims 1-4, 9-12, 14, 15, and 21-25. Although this reference teaches a primer film 
serving to prevent alkali dissolution underlying the titanium oxide film, this reference 
does not explicitly teach or suggest that the underlayer assists in the crystallization in 
the anatase form of the photocatalytic upper layer (claims 13 and 26). 

Further, regarding claim 20, Ogino et al. teach that the structures are 
"applicable to various articles...", such as window glasses for buildings, mirrors, etc. 
(col. 1, lines 13-26 of Ogino et al.), but does not specifically disclose the term "glazing". 

Boire et al. teach a structure similar to that of Ogino et al., having a substrate 
provided on at least one of its faces with a coating having a photocatalytic property 
containing at least partially crystalline titanium oxide, and also, between the substrate 
and the coating, one or a number of thin layers with a different or complimentary 
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function to that of the coating. Layers with an anti-static, thermal, or optical function 
or promoting the crystalline growth of TiCh in the anatase or rutile form (claims 13 
and 26) or of layers forming a barrier to the migration of certain elements originating 
from the substrate, in particular forming a barrier to alkali metals and very particularly 
to sodium ions when the substrate is made of glass. See col. 5, lines 21-30 of Boire et 
al. 

It would have been obvious to one skilled in the art to modify the teachings of 
Ogino et al. by incorporating therein an underlayer with an anti-static, thermal, or 
optical function or promoting the crystalline growth of TiC>2 in the anatase or rutile 
form, motivated by the teachings of Boire et al. 

With respect to claim 20, Boire et al. teach that it is known in the art to choose 
titanium oxide "to manufacture a glazing", see col. 1, lines 6-37 and col. 1, line 56 to 
col. 2, line 4. 

Motivated by the teachings of Boire et al., the skilled artisan would have found it 
obvious that the structure of Ogino et al. would suitably function as a glazing. 

10. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Doushita etal. (U. S. Patent No. 6,576,344). 

Doushita et al. is relied upon for its teachings in the above 102(b) rejection of 
claims 1-5, 9-11, 13-15, 20, 21, 25, and 26. Although this reference teaches an 
overcoat layer comprising silicon oxide, aluminum oxide, titanium oxide, zirconium 
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oxide, and cerium oxide (col. 10, lines 20-28), the reference does not each or suggest 
the claimed atomic ratios as recited in claims 6-8. 

However, Doushita et al. teach that the overcoat layer preferably contains 50% 
by weight or more of silicon oxide (col. 10, lines 27-28). From this teaching, it would 
have been obvious to the skilled artisan to determine optimal weight percents of silicon 
oxide, zirconium oxide, and aluminum oxide in the overcoat layer, and from these 
percentages, determine the atomic percentages of Al, Si, and Zr, and obtain atomic 
ratios of these components, comparable to those recited in claims 6-8. 



Conclusion 

11. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PATRICIA L. HAILEY whose telephone number is 
(571)272-1369. The examiner can normally be reached on Mondays-Fridays, from 7:00 
a.m. to 3:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571) 272-1700. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571) 272-1700. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/PATRICIA L. HAILEY/ 

Primary Examiner, Art Unit 1793 

January 4, 2010 



